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Arguments in Support of the Pre- Appeal Request for Review 

Applicant respectfully submits that the rejections of record are based on clear factual 
deficiencies in the applied references. Accordingly, a prima facie case of obviousness under 35 
U.S.C. § 103 has not been established. 

The Claimed Invention 

The claimed invention generally relates to the geographic location of mobile terminals 
within telecommunication networks. Pending independent claims 1, 11, and 23 are described 
below, as is dependent claim 9: 

Independent claim 1 relates to a method for locating a mobile terminal within a mobile 
communication network comprising at least one base station, the method comprising the steps of: 
measuring a set of physical dimensions that identify, according to respective 
functions, locating coordinates of said mobile terminal, the set of physical dimensions 
comprising any combination of physical dimensions selected from the group comprising 



signal power received by the mobile terminal starting from the base station, 

timing advance, 

observed time differences, and 

time of arrival, 

generating, starting from said set of physical dimensions and respective functions, 



a global locating error function which has a minimum for values of said locating co-ordinates 
corresponding with the position occupied by said mobile terminal, 
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seeking the minimum of said error function by varying at least one of said 
locating co-ordinates, and 

locating said mobile terminal in correspondence with the value of said at least one 
locating co-ordinate corresponding to said minimum. 

Dependent claim 9 recites features related to interrupting an iterative process when the 
absolute distance between two successive points is below a determined threshold value. 

Independent claim 1 1 relates to a system for locating a mobile terminal within a mobile 
communication network comprising at least one base station, the system comprising at least a 
locating module configured to measure a set of physical dimensions that identify according to 
respective functions location co-ordinates of said mobile terminal, the set of physical dimensions 
comprising any combination of physical dimensions selected from the group comprising 

signal power received by the mobile terminal starting from the base station, 

timing advance, 

observed time differences, and 

time of arrival, 

said locating module being configured to: 

generate, starting from said set of physical dimensions and respective functions, a global 
locating error function which allows a minimum for values of said locating co-ordinates 
corresponding with the position occupied by said mobile terminal, 

seek the minimum of said error function varying at least one of said locating 
co-ordinates, and 

locate said mobile terminal in correspondence with the value of said at least one locating 
co-ordinate corresponding to said minimum. 

Independent claim 23 relates to a computer readable medium having stored thereon 
instructions that, when executed, cause an apparatus to perform: 
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measuring a set of physical dimensions that identify, according to respective functions, 
locating coordinates of a mobile terminal, the set of physical dimensions comprising any 
combination of physical dimensions selected from the group comprising 

signal power received by the mobile terminal starting from the base station, 

timing advance, 

observed time differences, and 

time of arrival, 

generating, starting from said set of physical dimensions and respective functions, a 
global locating error function which has a minimum for values of said locating co-ordinates 
corresponding with the position occupied by said mobile terminal, 

seeking the minimum of said error function by varying at least one of said locating 
co-ordinates, and 

locating said mobile terminal in correspondence with the value of said at least one 
locating co-ordinate corresponding to said minimum. 

Rejections Under 35 U.S.C. § 103 

Claims 1, 3, 5-11, 13, and 15-24 stand rejected under 35 U.S.C. § 103(a) as being 
unpatentable over U.S. publication no. 2003/0096622 to Moilanen ("Moilanen") in view of U.S. 
patent no. 6,252,543 to Camp ("Camp"). Claim 25 stands rejected under 35 U.S.C. § 103(a) as 
being unpatentable over Moilanen and Camp and further in view of U.S. publication no. 
2001/0022558 to Karr, Jr., et al. ("Karr"). Claims 26-27 stand rejected under 35 U.S.C. § 103(a) 
as being unpatentable over Moilanen and Camp and further in view of U.S. patent no. 7,000,015 
to Moore et al. ("Moore"). These rejections are traversed below. 

The Office Action at pages 9-10 ("Response to Amendments & Remarks") cites to Camp 
at Abstract and col. 2, lines 16-22, wherein Camp describes methods and arrangements 
combining terrestrial-based location techniques with satellite-based location techniques, resulting 
in an alleged improvement in accuracy, reliability, and accessibility. The Office Action contends 
that such objectives are in the same field of endeavor as Moilanen, and uses that contention as a 
basis for asserting that the combination of references is proper. 
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The Office has used impermissible hindsight in combining Moilanen and Camp. Indeed, 
the mere fact that references can be combined may not be sufficient to establish prima facie 
obviousness. MPEP § 2143 (III.). 

At pages 7-9 of Applicant's "Amendment and Request for Reconsideration" filed 
February 17, 2009, Applicant discussed how a combination of Moilanen and Camp is improper 
with respect to features recited in claims 1,11, and 23. Those remarks are incorporated herein 
by way of reference. In short, correlator 50 described in Camp eliminates clock synchronization 
error, and as such, when reading the references as a whole, one skilled in the art would not have 
had any apparent reason to combine the references in the manner suggested by the Office Action 
to also generate, starting from the set of physical dimensions and respective functions, a global 
locating error function which has a minimum for values of the locating co-ordinates 
corresponding with the position occupied by a mobile terminal, and seek a minimum of the error 
function by varying at least one of the locating co-ordinates. Indeed the clock synchronization 
techniques of Camp are analogous to the shortcomings of the prior art techniques. See, e.g., the 
filed specification at page 3, lines 7-12. 

Notably, the remarks provided in the Office Action at pages 9-10 ("Response to 
Amendments & Remarks") merely provide an alleged (and generalized) rationale for combining 
the references, but do not in any meaningful way address or rebut the discussion included in 
Applicant's "Amendment And Request For Reconsideration" filed February 17, 2009. See 
MPEP § 707.07(f) (providing that where the applicant traverses any rejection, the examiner 
should, if he or she repeats the rejection, take note of the applicant's argument and answer the 
substance of it). Indeed, the remarks included in the Office Action at pages 9-10 ("Response to 
Amendments & Remarks") merely amount to an assertion that the references can be combined, 
but the remarks do not address why one of ordinary skill in the art would have formulated the 
combination, particularly in view of Applicant's discussion countering such a contention with 
respect to the specific features recited in claims 1,11, and 23. 

The combination of Moilanen and Camp is improper for at least the reasons discussed 
above. As Moilanen and Camp, when taken in the singular, each fail to describe all of the 
features recited in independent claims 1,11, and 23, the referenced claims are allowable. 
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With respect to claim 9, the Office has repeatedly failed to address Applicant's remarks. 
See pages 9-10 of Applicant's 'Amendment and Request for Reconsideration" filed February 17, 
2009 (discussing how claim 9 is distinguishable over Moilanen and also noting the Office's 
failure to answer the substance of Applicant's remarks with respect to claim 9). See also the 
Office Action at page 5 (with respect to claim 9, once again merely citing to Moilanen at 
paragraph [0063] without any additional explanation) and pages 9-10 ("Response to 
Amendments & Remarks") (lacking any discussion whatsoever regarding claim 9). Moreover, 
as discussed at pages 9-10 of Applicant's "Amendment and Request for Reconsideration" filed 
February 17, 2009, the continued rejection of claim 9 based on Moilanen is inconsistent with 
Applicant's representatives' understanding of the agreement reached with the Examiner during 
the telephone interview on February 11, 2009. Clarification in the next communication is 
respectfully requested. 

Conclusion 

For at least the above reasons, the rejections of pending claims 1,3, 5-11, 13, and 15-27 
in the Final Office Action is improper, because a prima facie case of obviousness under 35 
U.S.C. § 103 has not been established. A pre-appeal finding that these claims are allowable is 
respectfully requested. 
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